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APPEAL BRIEF 

Dear Sir: 

In accordance with 37 C.F.R. § 41.37, and fully responsive to the Office Action of 
April 26, 2005, 2004, Appellants hereby file the Appeal Brief in support of the Appeal in 
the above-identified matter (hereinafter the '198 Application). A Notice of Appeal, with 
the appropriate fee of $500 as required by 37 C.F.R. §§41.31, 41.20(b)(1), was filed on 
July 27, 2005. Three copies of this brief are enclosed. The $500 fee for this appeal brief, 
as required by 37 C.F.R. §41. 20(b)(2), is also filed herewith. This appeal brief is timely 
filed within two months of the mailing of the notice of appeal, and further pursuant to 37 
C.F.R. §1.8 and §1.10. 3 
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(1) Real party in interest 

The real party in interest for this appeal is Surface Specialties, S.A. Evidence 
of this assignment, which was recorded on June 20, 2001, may be found at reel/frame 
011935/0510. 

(2) Related appeals and interferences . 

No other appeals or interferences are currently known to Appellants that will 
directly affect, be directly affected by, or have a bearing on the decision to be 
rendered by the Board of Patent Appeals and Interferences in the instant appeal. 

(3) Status of claims . 

Claims 22, 24, 27, and 29 are currently pending in the application and stand 
rejected under 35 U.S.C. §102(b), or in the alternative, under 35 U.S.C. §103(a) as 
being anticipated by U. S. Patent Application No. 5,514,122 granted to Morris 
(hereinafter "Morris"). 

Claims 1-21, 23, 25, 26, 28, 30 and 31 have been previously cancelled. 

(4) Status of amendments . 

The * 198 Application was filed on June 20, 2001 . A first office action was mailed 
on December 24, 2002, to which a response was filed and entered February 17, 2003. On 
April 18, 2003, a second office action was mailed, to which a response was filed and 
entered July 17, 2003. On October 3, 2003, a third office action was mailed, to which a 
response was filed and entered February 3, 2004. A final rejection was mailed April 15, 
2004. An RCE and response were filed August 16, 2004. On October 6, 2004, a fourth 
office action was mailed, to which a response was filed March 7, 2005. A final rejection 
was mailed April 26, 2005, prompting this appeal. A Notice of Appeal was filed on July 
26, 2005. Claims 22, 24, 27, and 29 are currently pending, of which Claims 24 and 29 
are original (without claim amendments during prosecution). Claims 22 and 27 were 
amended during prosecution. 
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(5) Summary of claimed subject matter. 

The inventions of Claims 22, 24, 27, and 29 concern a transfer coatable adhesive 
composition at least as provided in pages 2 and 3 of the instant specification. 
Representative Claim 22 is as follows: 

Claim 22: 

22. A transfer coatable, removable or repositionable aqueous adhesive 
composition comprising: 

(a) from about 5 to about 75 weight % of an aqueous suspension of polymeric 
acrylate microspheres; 

(b) from about 25 to about 95 weight % of an aqueous emulsion of 
crosslinked acrylate polymer; and optionally, 

(c) a functionally effective amount of one or more auxiliary ingredients for 
modifying coating or enhancing adhesive performance properties; 

wherein the weight ratio, on a solids basis, of microspheres to crosslinked acrylate 
polymer is about 0.025:1 to about 1.9:1, and; 

wherein said polymeric acrylate microspheres are solid, and are produced by the 
process comprising: A) contacting a polymerizable aqueous emulsion of at 
least one non-ionic monomer of an alkyl acrylate or alkyl methacrylate 
ester of a non-tertiary alcohol and at least one ionic monomer 
copolymerizable with said non-ionic monomer and at least one non-free 
radically polymerizable acid; and B) polymerizing the emulsion to form an 
aqueous suspension of said solid polymeric pressure sensitive adhesive 
microspheres; wherein said non-free radically polymerizable acid is 
contacted with said polymerizable aqueous emulsion prior to achieving 
about 95% conversion of said non-ionic monomer. 
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(6) Grounds for rejection to be reviewed on appeal 

Whether Claims 22, 24, 27, and 29 are anticipated by or obvious over U. S. Patent 
No. 5,514,122 granted to Morris. 

(7) Argument 

Morris does not anticipate nor render obvious Claims 22, 24, 27, and 29. 

Appellants' invention teaches an aqueous adhesive composition and an article 
comprising same wherein the adhesive is transfer coatable, and removable or 
repositionable, having an aqueous suspension of solid polymeric acrylic microspheres 
produced by a process using a non-free radically polymerizable acid. 

Morris teaches a disposable absorbent article having hollow polymeric 
microspheres, where the microspheres are produced using free radically polymerizable 
monomers of acrylate, methacrylate, or vinyl ester. Morris does not teach or suggest a 
transfer coatable, and removable or repositionable adhesive composition having solid 
microspheres produced using a non-free radically polymerizable acid. 

The Examiner has previously noted in the Advisory Action mailed July 9, 2004, 
that Morris also discloses solid microspheres produced by a one-step emulsification 
process. Appellants assert that the microspheres discussed in Morris as referenced by the 
Examiner at column 4, lines 58-65, differ from Appellants' invention as claimed. The 
solid microspheres of Appellants' invention are not produced by the one-step process 
discussed in Morris, nor do the microspheres in Morris contain the same compositions as 
the spheres in Appellants 1 invention at least as defined in Claim 22. Further, the data 
provided in Appellants' specification at least in Tables 4, 5, 6, and 7 demonstrate the 
superior qualities of the adhesives produced in accordance with Appellants' invention. 

Appellants maintain that Morris does not teach or suggest the adhesive 
composition and article of Appellants' invention. All elements of Appellants invention 
are not provided by Morris. The rejection under 35 U.S.C. § 102(b) is not supported. 
Appellants request withdrawal of the rejection. 
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Appellants further maintain that Morris does not teach or suggest the adhesive 
composition and article of Appellants 1 invention containing removable or repositionable 
transfer coatable aqueous adhesive compositions having solid polymeric microspheres, 
which is produced using a non-free radically polymerizable acid.. A prima facie case of 
obviousness has not been shown. The rejection under 35 U.S.C. § 103(a) is not 
supported. Appellants request withdrawal of the rejection. 

Claims 24 and 29 further stand rejected under 35 U.S.C. § 102(b) as being 
anticipated by or, in the alternative, under 35 U.S.C. § 103(a) as being obvious over 
Morris et al Appellants respectfully traverse the rejection and request withdrawal of 
same. 

Appellants 1 invention teaches a transfer coatable, removable or repositionable 
adhesive composition and article as described above. Claims 24 and 29 are dependent 
claims teaching a specific dry film peel value range for the composition and article, 
respectively. 

Morris teaches a disposable absorbent article having hollow polymeric 
microspheres, where the microspheres are produced using free radically polymerizable 
monomers of acrylate, methacrylate, or vinyl ester. Morris does not teach or suggest 
transfer coatable, removable or repositionable adhesives prepared using a non-free 
radically polymerizable acid, nor adhesives having any specified dry film peel value. 
Appellants maintain the Examiner is incorrect in asserting that the similarity in 
compositions of Appellants' invention and those provided in Morris would lead one to 
believe that the adhesive compositions of Morris must inherently have a peel force within 
the claimed range. Appellants assert that the adhesive compositions are produced by 
different processes as discussed above, are different compositions, and have different 
properties and functions. The rejections under 35 U.S.C. § 102(b) as being anticipated by 
or, in the alternative, under 35 U.S.C. § 103(a) as being obvious over Morris et al are not 
supported. All elements of Appellants invention are not provided by Morris. The 
rejection under 35 U.S.C. § 102(b) is not supported. . 
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Appellants further maintain that Morris does not teach or suggest the adhesive 
composition and article of Appellants' invention containing removable or repositionable 
transfer coatable aqueous adhesive compositions having solid polymeric microspheres, 
which are produced using a non-free radically polymerizable acid, and further having a 
specific dry film peel value range for the composition and article, respectively. A prima 
facie case of obviousness has not been shown. The rejection under 35 U.S.C. § 103(a) is 
not supported. Appellants request withdrawal of the rejection. 

Representative Claim 22 is again as follows: 
Claim 22: 

22. A transfer coatable, removable or repositionable aqueous adhesive 
composition comprising: 

(a) from about 5 to about 75 weight % of an aqueous suspension of polymeric 
acrylate microspheres; 

(b) from about 25 to about 95 weight % of an aqueous emulsion of 
crosslinked acrylate polymer; and optionally, 

(c) a functionally effective amount of one or more auxiliary ingredients for 
modifying coating or enhancing adhesive performance properties; 

wherein the weight ratio, on a solids basis, of microspheres to crosslinked acrylate 
polymer is about 0.025:1 to about 1.9:1, and; 

wherein said polymeric acrylate microspheres are solid, and are produced by the 
process comprising: A) contacting a polymerizable aqueous emulsion of at 
least one non-ionic monomer of an alkyl acrylate or alkyl methacrylate 
ester of a non-tertiary alcohol and at least one ionic monomer 
copolymerizable with said non-ionic monomer and at least one non-free 
radically polymerizable acid; and B) polymerizing the emulsion to form an 
aqueous suspension of said solid polymeric pressure sensitive adhesive 
microspheres; wherein said non-free radically polymerizable acid is 
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contacted with said polymerizable aqueous emulsion prior to achieving 
about 95% conversion of said non-ionic monomer. 

In regard to Claim 22, as discussed above, Morris does not anticipate nor render 
obvious an adhesive composition having those elements enumerated in Claim 22. 

Claims 24 depends from Claim 22 and benefits from like argument. However, 
these Claims have additional features pertaining to peel strength that patentably 
distinguish over Morris. 

Claim 24 

For example, Claim 24 recites a composition of claim 22 having a dry film peel 
strength of about 0.2 to about 2.5 pounds per inch peel force an stainless steel. As 
augued above, Morris does not disclose or suggest the composition and properties of 
Claim 22. 

Claim 27 

In Claim 27, the article has a composition having solid polymeric microspheres as 
described in Claim 27. Morris does not disclose or suggest the composition of Claim 27. 

Claim 29 

Claim 29 recites a composition of Claim 27 having a dry film peel strength of 
about 0.2 to about 2.5 pounds per inch peel strength. Morris does not disclose or suggest 
the composition of Claim 29. 

As argued above, Morris does not anticipate nor render obvious the compositions 
of Appellants' invention. 

(8) Claims appendix . 

Appellants enclose a copy of the Claims involved in this appeal as an 
appendix hereto. 

(9) Evidence appendix. 

No additional evidence is applicable. 

(10) Related proceedings appendix. 

No related proceedings are applicable. 
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CONCLUSION 

Appellants respectfully request the Honorable Board of Appeals reverse the 
Examiner in the rejections of Claims 22, 24, 27, and 29 under 35 U.S.C. § 102(b), or in 
the alternative, under 35 U.S.C. § 103(a). Appellants respectfully solicit allowance of 
Claims 22, 24, 27, and 29, all of the Claims appealed and pending in the instant 
application. 

Other than the costs for this appeal brief, no further fees are deemed due in 
connection with this matter. However, the Commissioner is hereby authorized to charge 
any fees which may be due in this matter from Deposit Account Number 08-2025. 



Respectfully submitted, 



EATHROP & GAGE L.C. 





fSnelle £>. Strode, Reg. No. 34,738 
Lathr^p & Gage L.C. 
2345/Grand Boulevard 
Suite 2800 

Kansas City, MO 64108-2612 
Tel: (816) 460-5859 
Fax: (816) 292-2001 
Attorney for Appellants 
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Claims Appendix 



22. A transfer coatable, removable or repositionable aqueous adhesive 
composition comprising: 

(a) from about 5 to about 75 weight % of an aqueous suspension of polymeric 
acrylate microspheres; 

(b) from about 25 to about 95 weight % of an aqueous emulsion of 
crosslinked acrylate polymer; and optionally, 

(c) a functionally effective amount of one or more auxiliary ingredients for 
modifying coating or enhancing adhesive performance properties; 

wherein the weight ratio, on a solids basis, of microspheres to crosslinked acrylate 
polymer is about 0.025:1 to about 1.9:1, and; 

wherein said polymeric acrylate microspheres arOe solid, and are produced by the 
process comprising: A) contacting a polymerizable aqueous emulsion of at 
least one non-ionic monomer of an alkyl acrylate or alkyl methacrylate 
ester of a non-tertiary alcohol and at least one ionic monomer 
copolymerizable with said non-ionic monomer and at least one non-free 
radically polymerizable acid; and B) polymerizing the emulsion to form an 
aqueous suspension of said solid polymeric pressure sensitive adhesive 
microspheres; wherein said non-free radically polymerizable acid is 
contacted with said polymerizable aqueous emulsion prior to achieving 
about 95% conversion of said non-ionic monomer. 

24. The composition of claim 22, having dry film peel value of about 0.2 to 
about 2.5 pounds per inch peel force on stainless steel with adhesive failure mode. 

27. An article comprising a face stock material having coated thereon a 
removable or repositionable, pressure sensitive adhesive composition which is transfer 
coatable comprising: (a) solid polymeric acrylate microspheres, (b) crosslinked acrylate 
polymer, and, optionally, (c) a functionally effective amount of one or more auxiliary 
ingredients for modifying coating or enhancing adhesive performance properties; wherein 
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the weight ratio of microspheres to crosslinked acrylate polymer is about 0.025:1 to about 
1.9:1, and wherein said solid polymeric acrylate microspheres are produced by the 
process comprising: A) contacting a polymerizable aqueous emulsion of at least one non- 
ionic monomer of an alkyl acrylate or alkyl methacrylate ester of a non-tertiary alcohol 
and at least one ionic monomer copolymerizable with said non-ionic monomer and at 
least one non-free radically polymerizable acid; and B) polymerizing the emulsion to 
form an aqueous suspension of said solid polymeric pressure sensitive adhesive 
microspheres; wherein said non-free radically polymerizable acid is contacted with said 
polymerizable aqueous emulsion prior to achieving about 95% conversion of said non- 
ionic monomer. 

29. The article of claim 27 having dry film peel value of about 0.2 to about 2.5 
pounds per inch peel force on stainless steel with adhesive failure mode. 
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Not applicable, 



Evidence Appendix 
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Not applicable. 



Related Proceedings Appendix 
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